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DETAILED ACTION 
Specification 

, The disclosure is objected ,o because of the Mowing informalities: (1) Lines 10-14 of the 
fa, page of the specification as filed need to be canceled since the Amendment to the firs, line of 
,he specification (Amendmen, A.) provides duplies information. (2) Also, the status of allowed 
Apphcations 08/080,285 and 08/465,485 in the firs, line of the specification needs to include the 
issu ed patent numbers. (3) Further, the brief description of the drawings needs to reference the 
sequences in the figures by sequence identifiers. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 
2 The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

3. Claims 53 and 55 are rejected under 35 U.S.C. 112, second paragraph, asbeing indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 

as the invention. 
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Claim 53 is indefinite for the language "consisting of from 10-35 bases and compnsmg 
SEQ ID NO:17 since SEQ ID NO: 17 is 18 bases long and thus the 10-17 base long anodes as 
claimed could not comprise SEQ ID NO:17. 

Claim 55 is indefinite for the language "wherein said anticode oligomer i, ... 
complementary to a portion of the region of the splice acceptor site or splice donor site of the 
pre-mRNA encoding the bd-2 gene" since it is not clear how many splice acceptor or donor sites 
ftere are in the disclosed b.cl-2 gene sequence. If there is more than one such site, the claim as 

written is indefinite. 

4. Claims 54-63 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was no, described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the invents), a, the time the application was fileo, had possession 

of the claimed invention. 

Claims 54-63 are drawn to anticode oligomers to the pre-mRNA, splice donor or splice 
acceptor sites, 5' UTR of the mRNA or any portion of the mRNA of bcl-2. The specification as 
filed teaches antisense to the human bcl-2 gene bu, does no, disclose the gene sequence from 
other species of bcl-2 nor antisense to said sequences. 

One skilled in the art would not have been in possession of the scope of antisense 
anticodes claimed to any bcl-2 gene in the ar, a, the time the invention was made. Design of an 
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dependent on knowing the target gene 
was not disclosed at the time the invention was 



an^nseoUgonuCeottotoatarge. gene sequence, 
.ecuence. The scope of possible bcl-2 genes 



Double Patenting 



rounded " "*» (a ^ «S dTgranted by a Pf^STo £2 

fmproper — ^^r S eet « Ox** » "J £«6 

p 2d 937 214 USPQ 761 (CCPA 1982). '» re {^ Q m (CC PA 1969). 

°p«on. See 37 CFR 1.130(b). „ ^ of record may sign aKrrn, 

6 PP Effective J-"*^"* ^ assignee must fully comply «* 37 OR 

disclaimer. A terminal disclaimer sign f „ hvi ousness-type double 

■ — 

conflicting claims are no. identical, they ^ 

— -— — — 

v „fSFO ID NO.17, are encompassed by the metnoa 
composition of SEQium;. , 
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, a the iudicially created doctrine of obviousness-type double 
7 Claims 53-63 are rejected under the judunally c 

e^ofSBQtDNO^a.enco^W.he^ormw.ch 
0 , ig „„uc 1 eo ti des t ob d .2 mBN Aa I ,d th e S e q ue n ceo f S E QmNO:n. 

t« w-1 2 orior to December 22, 1988, the 
„f th P nrior art antisense to bcl-Z, pnor w ^ 
8 The claims are free of the pnor an, a 

filing date of U.S. Application No. 07/288,692. 
bcl-2. 
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m inquiry concert this —cation or earlier communications from the examiner 
sho uld be directed ioMaryU. MM, whose telephone number is (703) 308-4471. 

ff attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mm UGuya&r, may be reached a, (703) 308-0447. 

Any inquiry of a genera, nature or relating to the status of this application should be 
directed to the Group Analys, Ka<r>«a Turner, whose telephone number is (703) 305-34,3. 



M. M. Schmidt 
June 18, 2001 




